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FOREWORD

The Federal Court of Justice was able last year to concre-
tise its case law in relation to one decisive element of
patent interpretation: The prior art cited in the patent is of
particular importance for the patent’s interpretation. As a
rule, the skilled person perceives the patent as rising
above the prior art cited by himself. Accordingly, objects
which have already been described in the cited prior art
are generally not covered by the patent’'s scope of pro-
tection. Although these principles are not new, they are
once again receiving special consideration —especially
with regard to the grant procedure. The mere inclusion of
a document as state of the art into the description of the
invention can be of decisive importance for the scope of
protection of the patent.

For the first time in a while, the Federal Court of Justice
had to deal with the right of continued prior use. In partic-
ular, the Federal Court of Justice traces the limits of what
a "prior user” may change in his product without leaving
the safe ground of his right of continued prior use.

In the area of validity, the question of the “reasonable ex-
pectation of success” has recently become a perennial

issue. Here, the Federal Court of Justice clearly distances
itself from the European Patent Office and also from the
Dutch courts. The view of German law remains focused
on the “incentive” that prior art documents offer to the
skilled person for proceeding in a certain direction.

As far as FRAND is concerned, the Disseldorf case law
continues to consolidate. However, the first decision of
the Karlsruhe Upper District Court has (finally) been
handed down, bringing the case law of the second major
venue into line with the Dlsseldorf case law regarding
essential aspects: the requirement of transparency and
the subsequent compliance with the Huawei ZTE obliga-
tions are now also recognised by the Karlsruhe Upper Dis-
trict Court. Further decisions by the Dusseldorf and
Mannheim courts also make it clear, however, that the
right to injunctive relief is not off the table in Germany.
Patent infringers who are merely passive and refuse to
sign a non-disclosure agreement run the risk of being or-
dered to cease and desist.
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